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DETAILED ACTION 
Response to Amendment 

In view of applicants amendment received December 12, 2005, claims 16, 17, 
22, 25, and 27 have been canceled as requested. In a telephone interview with Brandon 
C. Trego on February 7, 2006, applicant approved cancellation of previously withdrawn 
claims 28-37. Furthermore, applicant was informed that cancellation of claim 23 and its 
depending claims 24 and 26 would put the application in condition for allowance. 
However, applicant chose not to cancel claims and requested that a further Office action 
be taken. 

Therefore, an examination of pending claims 1-15, 18-21, 23. 24, and 26 follows. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 23 and 26 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by US Patent 4,275,972 to Bowen et al. 
Claim 23: 

Bowen et al. discloses an apparatus comprising a plurality of side pieces (10,12) 
having ends (14, 16) that are for being respectively joined to one another at joints by 
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fasteners (F) which respectively extend into the sidepieces to form a frame such that the 
frame extends around and defines an opening (column 1, lines 10-12), includes a 
rearmost surface wherein the fasteners are visible at the rearmost surface of the frame 
(Figure 1), and includes an innermost periphery and the rearmost surface of the frame 
intersect at a circumferential edge that extends around and at least partially defines the 
opening, and the circumferential edge and the rearmost surface of the frame are 
substantially in a common plane (inner corner depicted in Figure 1 ). While Bowen et al. 
does not specify that the frame is mounted to a mirror, the phrases "for framing a mirror" 
(line 1) and "for being mounted to the mirror" (line 7) comprise statements of intended 
use which do not further limit the structural features of the claimed invention. It has been 
held that a recitation regarding the manner in which a claimed apparatus is intended to 
be used does not differentiate the claimed apparatus from a prior art apparatus which 
satisfies the claimed structural limitations (Ex Parte Masham, 2 USPQ F2nd 1647, 
1987). 
Claim 26: 

Bowen et al. shows that the ends of the sidepieces are respectively joined to one 
another at mitered joints (14, 16) to form the frame. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 

Patent 4,275,972 to Bowen et al. in view of US Patent 6.612,060 to Pearce. 

Claim 24: 

While Bowen et al. discloses a frame comprising sidepieces that are easily 
assembled and disassembled for shipping and storage (column 1, lines 12-19), Bowen 
et al. does not disclose how the frame is mounted. In particular, Bowen et al. does not 
disclose fasteners attached to the rearmost surface of the frame for attachment to a 
support surface; however, it is well known in the framing art to apply at least one 
fastener to the rearmost surface of the frame for mounting. For example, Pearce 
discloses a frame mounting assembly with at least one fastener on the rearmost surface 
of each frame sidepiece. Pearce states that the frame may be mounted to a mirror or 
used to frame works of art (column 3, lines 19-24). In view of Pearce, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
mount a fastener on the rearmost surface of each of Bowen et al's sidepieces, as 
Bowen et al.'s frame is intended to frame pictures and the like (column 1, line 12). 



Allowable Subject Matter 

Claims 1-15 and 18-21 are allowed. 



Application/Control Number: 10/663,963 
Art Unit: 3635 



Page 5 



Contact Information 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naoko Slack whose current telephone number is 571- 
272-6848. The examiner can normally be reached on Mon-Fri (6:00 am-2:30pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl D. Friedman can be reached on 571-272-6842. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free), p . /y . 
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Primary Examiner 
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